REMARKS 

Applicants have amended their claims in order to further clarify the 
definition of various aspects of the present invention. Specifically, each of 
claims 25 and 3 1 has been amended to recite that the polyimide precursor is such 
that a lOfim thick film thereof has a transmittance, at 365nm, of at least 40%. 
See, for example, claim 10. 

In addition, Applicants are adding new claim 37 to the application. Claim 
37, dependent on claim 10, recites that the polyimide precursor is formed from 
the oxydiphthalic acid or acid anhydride thereof as a reactant and a 
diaminodiphenyl ether as a diamine reactant. Note, for example, the last full 
paragraph on page 8 of Applicants* specification. 

Applicants respectfully submit that all of the claims now presented for 
consideration by the Examiner patentably distinguish over the teachings of the 
references as applied by the Examiner in rejecting the claims as formerly in the 
application, that is, the teachings of Hagiwara, et al., No. 5,472,823, to Aldrich, 
et al.. No. 5,399,460, and to Mueller, et al.. No. 5,106,720, under the provisions 
of 35 use 102 and 35 USC 103. 

Initially, Applicants respectfully traverse the conclusion by the Examiner 
that Hagiwara, et al. is a reference under "35 U.S.C. 102(b)". That is, Hagiwara, 
et al. has a patenting (publication) date of December 5, 1995, which is after the 
effective filing date of the above-identified application (which is September 2, 
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1994, the filing date of prior application Serial No. 08/299,628). Cleariy, 
Hagiwara, et al. is not prior art under 35 USC 102(b) . 

It is acknowledged that Hagiwara, et al. has a filing date of January 15, 
1993, prior to the effective filing date of the above-identified application. 
However, this does not qualify Hagiwara, et al. as prior art under 35 USC 
102(b) . 

Moreover, while noting that Hagiwara, et al. has a filing date prior to the 
effective filing date of the above-identified application, note that Hagiwara, et al. 
and the above-identified application are each assigned to Hitachi Chemical Co., 
Ltd. Enclosed herewith please find copies of recorded Assignments for each of 
U.S. Patent No. 5,472,823 and for the above-identified application. Note that 
the Assignment for the above-identified application was initially filed in prior 
appUcation Serial No. 08/299,628, filed September 2, 1994, but the Assignment 
for No. 08/299,628 refers to "all divisions, continuations and extensions 
thereof. 

Noting that the above-identified application and Hagiwara, et al. have 
common ownership; and that the above-identified application was filed on 
January 14, 2000, and thus subject to the provisions of revised 35 USC 103(c), it 
is respectfully submitted that Hagiwara, et al. does not constitute prior art under 
35 USC 103 (e.g., even in light of 35 USC 102(e)) in connection with the subject 
matter claimed in the above-identified application. Since Hagiwara, et al. is an 

4 



essential part of the rejection set forth in Item 3 on page 3 of the Office Action 
mailed October 18, 2001, it is respectfully submitted that this rejection must fall 
because Hagiwara, et al. has been disqualified as prior art under 35 USC 103. 

For this reason alone, reconsideration and withdrawal of the rejection of 
claims 10-14, 21-25, 28-31 and 34-36 under 35 USC 103(a), as set forth in Item 
3 on pages 3 and 4 of the Office Action mailed October 18, 2001, is respectfully 
requested. 

In addition , note that each of claims 25 and 3 1 has been amended to recite 
a property of the polyimide precursor (that is, a transmittance, at 365nm, of a 
20fim thick film of the polyimide precursor). It is respectfiilly submitted that 
Hagiwara, et al. does not disclose, nor would have suggested, such transmittance 
of a 20/im thick film of the polymide precursor. 

The Examiner has relied on Synthesis Example 19 in columns 49 and 50, 
and Example 13 in columns 51 and 52 (note Table 1 in column 52), as 
"anticipating" previously considered claims including, inter alia , claims 25 and 
3 1 . The Synthesis Example and Example relied on by the Examiner do not 
disclose a transmittance; moreover, it is respectfully submitted that the 
diaminodiphenyl ether in Synthesis Example 19 utilizes a diamine having a 
specific photosensitive side chain X as in the formula (II) shown in claim 1 at 
column 54 of the patent. This photosensitive side chain (3-(2- 
methacryloyloxyethyl)ureido group) provides a polyimide precursor much 
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different than that described in the above-identified application. Thus, cleariy 
Hagiwara, et al. would have neither taught nor would have suggested the 
composition according to the present invention, including the polyimide 
precursor. Moreover, it is again emphasized that Hagiwara, et al. does not 
qualify as prior art under 35 USC 103. Thus, it is respectfully submitted that the 
subject matter of, e.g., claims 25, 29-31 and 34-36 patentably distinguish over 
the teachings of the references of record, including Hagiwara, et al. (which is not 
applicable as prior art under 35 USC 103). 

In view of the foregoing comments and amendments to the claims, 
reconsideration and allowance of all claims remaining in the application are 
respectfully requested. 

Attached hereto is a marked-up version of the changes made in the claims 
by the current Amendment. This marked-up version is on the attached page 
which is captioned " VERSION WITH MARKINGS TO SHOW CHANGES 
MADE ". 

To the extent necessary. Applicants petition for an extension of time under 
37 CFR 1.136. Please charge any shortage in fees due in connection with the 
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filing of this paper, including extension of time fees, to the Deposit Account No. 
01-2135 (Case No. 51 1.331 14VV5) and please credit any excess fees to such 
Deposit Account. 



1300 North Seventeenth Street 
Suite 1800 

Arlington, VA 22209 
Tel.: 703-312-6600 
Fax.: 703-312-6666 

WIS/slk 



Respectfully submitted, 




William I. Solomon 
Registration No. 28,565 
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VERSION WITH MARKINGS TO SHOW CHANGES MADE 
IN THE CLAIMS 

Please amend the claims presently in the application as follows: 

25. (Twice Amended) A photosensitive resin composition which 
comprises (1) a polyimide precursor formed from an oxydiphthalic acid or acid 
anhydride thereof with a diamine, (2) an addition-polymerizable compound, and 
(3) a photoinitiator, and which is adapted to be exposed and developed using an 
i-line stepper which uses monochromatic ligh t, the polyimide precursor being 
such that a 20/Ltm thick film thereof has a transmittance, at 365nm, of at least 
40%. 



3 1 . (Twice Amended) A photosensitive resin composition for i-line 
stepper using monochromatic light, which comprises (1) a polyimide precursor, 
formed from an oxydiphthalic acid or acid anhydride thereof with a diamine, (2) 
an addition-polymerizable compound and (3) a photoinitiator , the polyimide 
precursor being such that a lOfim thick film thereof has a transmittance, at 
365nm, of at least 40% . 
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